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WHEN PRIOR USAGE BEATS REGISTRATION: INDIA’S STAND ON
TRADEMARK PROTECTION

In trademark law, whether a jurisdiction adheres to the 'first-to-use” or 'first-to-file" basis

frequently determines ownership and priority. India strongly supports the doctrine of first use,
in contrast to the laws of certain other countries that rely on the doctrine of first-to-file stance.
Proprietary rights in a trademark are primarily established by actual use and not merely by
registration, as per the Indian Trademarks Act, 1999 (“Act”). A person who demonstrates bona
fide, continuous, and uninterrupted use of a trademark, ever since the date of adoption, enjoys
superior rights over a subsequent adopter or even a registered proprietor who is a subsequent

user of a similar or identical registered trademark.

While Section 28 of the Act, provides exclusive rights to the registered proprietor to use the
trademark in respect of the goods and services under which it is registered and also to obtain
relief in case any infringement that occurs in respect of the same, these rights are expressly
subject to the provisions of the Act under Sections 34 and 47 which safeguards the rights of
prior users and also permit the removal of marks registered without actual/genuine use. Indian
courts have continuously upheld this view, stressing that genuine proprietorship arises from
bona fide and continuous use, whereas registration is just presumptive proof of ownership.

Following are the key benefits of First-to-use principle:

- By guaranteeing that ownership results from actual commercial activity rather than
merely registration, it protects the rights of proprietors who have established
goodwill and reputation through the actual use of a mark.

-A proprietor can successfully overcome preliminary objections raised by the
Trademarks Registry on the grounds of existing identical or similar marks by

submitting adequate documentary evidence establishing prior use.
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-A prior user can oppose an existing pending trademark application or seek
cancellation/rectification of similar or identical marks registered in bad faith.
- A registered proprietor cannot restrain an earlier user from continuing lawful use.

- Prior use remains a complete defense against infringement and passing-off actions.

CONCLUSION

In summary, India's application of the first-to-use doctrine demonstrates an equitable and
realistic approach to trademark law. This approach safeguards prior users and original
proprietor against accusations of infringement, deters opportunistic actions like trademark
squatting and acknowledges that genuine brand identity is developed over time through
regular use and consumer awareness, not just through the act of filing, but also through legal

reasoning and legislative protection under the Trademarks Act, 1999.

For any information or queries regarding protection of your trademarks and IP, kindly write to

us on- ipteam@eshwars.com
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